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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 35-36 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 6,438,583 to McDowell et al. 

a. In regard to claim 35, McDowell et discloses a method for transmitting 
data comprising the steps of receiving electronic data at an intermediate location, 
the electronic data including non-preferred recipient e-mail address data (See 
col.1, lines 51-53); storing the electronic data a the intermediate location (See 
col. 14, lines 54-55); receiving preferred recipient address data at the 
intermediate location; comparing the preferred recipient address data to the 
stored electronic data (See col. 8, lines 7-10 and lines 35-37); notifying a 
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preferred recipient address, that corresponds to the preferred recipient address 
data, that there is stored electronic data that matches the preferred recipient 
address (See col. 8, lines 40-50). 

b. In regard to claim 36, McDowell et al discloses a method comprising the 
steps of transmitting electronic data that matches preferred recipient address data to the 
preferred recipient address (See col. 8, lines 41-43). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 17-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No 6,438,583 to McDowell et al in view of U.S. Patent No. 5,805,810 to 
Maxwell. 

a. In regard to claim 17, McDowell discloses a method for transmitting an e- 
mail message comprising the steps of: receiving the e-mail message at an 
intermediate address, the e-mail message including non-preferred e-mail 
address data (See col. 1 , lines 51-53); parsing the non-preferred e-mail address 
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data from the e-mail message at the intermediate address and determining if 
there is preferred e-mail address data associated with the non-preferred e-mail 
address data (See col. 8, lines 7-1 1 ); However, McDowell et al failed to disclose 
storing at a location associated with intermediate address, the non-preferred e- 
mail address data when it is determined that there is no preferred e-mail address 
data associated with the non-preferred e-mail address data. 

Maxwell teaches storing at a location the non-preferred e-mail address 
data when it is determined that there is no preferred e-mail address data 
associated with the non-preferred e-mail address data. (See col. 1, lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate storing at a location associated with 
intermediate address, the non-preferred e-mail address data when it is 
determined that there is no preferred e-mail address data associated with the 
non-preferred e-mail address data as taught by Maxwell into claimed invention of 
McDowell et al because the intermediate server will be able to complete the 
delivery of the e-mail message to the recipient when the recipient connects to the 
network (See col. 1 , lines 41-43). 

b. In regard to claim 18, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
step of transmitting the e-mail message to the preferred e-mail address when 
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preferred e-mail address data is associated with the non-preferred e-mail 
address data (See col. 8, lines 7-11). 

c. In regard to claim 19, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
method further comprising the step of sending a return e-mail message to a 
sender address from the intermediate address indicating that the e-mail message 
has been sent to the preferred e-mail address (See col. 14, lines 40-43). 

d. In regard to claim 20, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
step of sending a return e-mail message to a sender address from the 
intermediate address indicating that the e-mail message was not forwarded to 
the preferred e-mail address (See col. 14, lines 40-43) 

e. In regard to claim 21 , McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell discloses a 
method further comprising indicating to the sender that the intermediate address 
will withdraw the e-mail message upon receiving a request from the sender 
address (See col. 12, lines 55-58). 



«... 
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f. In regard to claim 22, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
step of transmitting an e-mail message to the preferred e-mail address indicating 
that a user at a sender e-mail address is attempting to transmit an e-mail 
message to the non-preferred e-mail address (See col. 8, lines 41-43). 



g. In regard to claim 23, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. However, McDowell failed to disclose the 
storing step further comprising the step of storing the non-preferred e-mail 
address data until a recipient registers the preferred e-mail address data. 

Maxwell discloses the storing step further comprising the step of storing 
the non-preferred e-mail address data until a recipient registers the preferred e- 
mail address data (See coM , lines 38-41 ). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate the step of storing the non-preferred e- 
mail address data until a recipient registers the preferred e-mail address data as 
taught by Maxwell into claimed invention of McDowell et al because the 
intermediate server will be able to complete the delivery of the e-mail message to 
the recipient when the recipient connects to the network (See col. 1, lines 41-43). 
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h. In regard to claim 24, McDowell et al discloses a method for transmitting 
an e-mail message that has been sent from a sender address to a previously- 
known recipient e-mail address and rejected at the previously-known recipient e- 
mail address, the method comprising the steps of: receiving the rejected e-mail 
message at an intermediate address (See col. 8, lines 33); determining a 
preferred recipient e-mail address from the rejected e-mail message (See col. 8, 
lines 7-11). However, McDowell et al failed to disclose storing at a location 
associated with the intermediate address, the previously-known recipient e-mail 
address when it is determined that there is no preferred recipient e-mail address 
associated with the previously-known recipient e-mail address. 

Maxwell discloses storing the e-mail message when the recipient is 
reachable. (See col. 1, lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate storing at a location associated with 
intermediate address, the previously-known recipient e-mail address when it is 
determined that there is no preferred recipient e-mail address associated with the 
previously-known recipient e-mail address as taught by Maxwell into claimed 
invention of Nielsen because the intermediate server will be able to complete the 
delivery of the e-mail message to the recipient when the recipient connects to the 
network (See col. 1, lines 41-43). 
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i. In claim 25, McDowell et al in view of Maxwell discloses the claimed 
invention as described above. Furthermore, McDowell et al discloses the step of 
transmitting the e-mail message to the preferred recipient e-mail address when a 
preferred recipient e-mail address is associated with the previously-known 
recipient e-mail address (See col. 8, lines 7-11). 

g. In regard to claim 26, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses 
the method further comprising the step of sending a return e-mail message to a 
sender address from the intermediate address indicating that the e-mail message 
has been sent to the preferred recipient e-mail address (See col. 12, lines 14-17). 

k. In regard to claim 27, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
step of sending a return e-mail message to a sender address from the 
intermediate address indicating that the e-mail message was not forwarded to 
the preferred e-mail address (See col. 14, lines 40-43) 

I. In regard to claim 28, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell discloses a 
method further comprising indicating to the sender that the intermediate address 
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will withdraw the e-mail message upon receiving a request from the sender 
address (See col. 12, lines 55-58). 

m. In regard to claim 29, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. Furthermore, McDowell et al discloses the 
step of transmitting an e-mail message to the preferred e-mail address indicating 
that a user at a sender e-mail address is attempting to transmit an e-mail 
message to the non-preferred e-mail address (See col. 8, lines 41-43). 

n. In regard to claim 30, McDowell et al in view of Maxwell discloses the 
claimed invention as described above. However, McDowell failed to disclose the 
storing step further comprising the step of storing the non-preferred e-mail 
address data until a recipient registers the preferred e-mail address data. 

Maxwell discloses the storing step further comprising the step of storing 
the non-preferred e-mail address data until a recipient registers the preferred e- 
mail address data (See coll, lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate the step of storing the non-preferred e- 
mail address data until a recipient registers the preferred e-mail address data as 
taught by Maxwell into claimed invention of McDowell et al because the 
intermediate server will be able to complete the delivery of the e-mail message to 
the recipient when the recipient connects to the network (See col. 1, lines 41-43). 
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o. In regard to claim 31 , McDowell discloses a method for transmitting an e- 
mail message that was sent from a sender address to a previously-known 
recipient e-mail address that is associated with a first service provider, and 
rejected at the previously-known recipient e-mail address (See col. 1 , lines 50- 
53) the method comprising the steps of: receiving the rejected e-mail message at 
a second address; determining whether there is a preferred recipient e-mail 
address, that is associated with a second service provider, from the rejected e- 
mail message (See col. 8, lines 7-11). However, McDowell et al failed to disclose 
storing at a location associated with the intermediate address, the previously- 
known recipient e-mail address when it is determined that there is no preferred 
recipient e-mail address associated with the previously-known e-mail address. 

Maxwell discloses storing the e-mail message when the recipient is 
reachable. (See col. 1, lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate storing at a location associated with 
intermediate address, the previously-known recipient e-mail address when it is 
determined that there is no preferred recipient e-mail address associated with the 
previously-known recipient e-mail address as taught by Maxwell into claimed 
invention of McDowell et al because the intermediate server will be able to 
complete the delivery of the e-mail message to the recipient when the recipient 
connects to the network (See col. 1, lines 41-43). 
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p. In regard to claim, 32, McDowell et al discloses a method for transmitting 
an e-mail message that has been sent form a sender address to a second 
address, the e-mail message including a non-preferred e-mail address 
associated with a first preferred e-mail address associated with a first service 
provider (See col. 1, lines 50-53), the method comprising the steps of: receiving 
the e-mail message at the second address; parsing the e-mail message to obtain 
the non-preferred e-mail address from the e-mail message; determining whether 
there is a preferred e-mail address, that is associated with a second service 
provider, from the non-preferred e-mail address (See col. 8, lines 7-11). 
However, McDowell et al failed to disclose storing at a location associated with 
the intermediate address, the non-preferred recipient e-mail address when it is 
determined that there is no preferred recipient e-mail address associated with the 
non-preferred e-mail address. 

Maxwell discloses storing the e-mail message when the recipient is 
reachable. (See col. 1, lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate storing at a location associated with 
intermediate address, the non-preferred recipient e-mail address when it is 
determined that there is no preferred recipient e-mail address associated with the 
previously-known recipient e-mail address as taught by Maxwell into claimed 
invention of McDowell et al because the intermediate server will be able to 
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complete the delivery of the e-mail message to the recipient when the recipient 
connects to the network (See col. 1, lines 41-43). 



6. Claims 33-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No 6,438,583 to McDowell et al in view of U.S. Patent No. 6,405,243 to 
Nielsen. 

a. In regard to claim 33, McDowell et al discloses a method for transmitting 
an e-mail message comprising the steps of sending a first e-mail message form a 
sender address to a second address, the first e-mail message including a non- 
preferred recipient e-mail address. Furthermore, McDowell et al discloses 
receiving, at the sender address, a second e-mail from the second address. 
However, McDowell failed to disclose that the second e-mail indicate that the 
non-preferred recipient e-mail address is not preferred and there is not a 
preferred recipient e-mail address associated with the non-preferred e-mail 
address. 

Nielsen discloses disclose that the second e-mail indicate that the non- 
preferred recipient e-mail address is not preferred and there is not a preferred 
recipient e-mail address associated with the non-preferred e-mail address. (See 
col. 4, lines 42-44). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to incorporate sending the second e-mail to indicate that 
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the non-preferred recipient e-mail address is not preferred and there is not a 
preferred recipient e-mail address associated with the non-preferred e-mail 
address as taught by Nielsen into the claimed invention of McDowell et al in 
order to update the sender about whether or not the second address has an 
updated e-mail address for the recipient. (See col. 6, lines 41-42). 

b. In regard to claim 34, McDowell et al disclose a method for transmitting an 
e-mail message comprising the steps of sending a first e-mail message from a 
sender address to a non-preferred recipient e-mail address; and receiving, at the 
sender address, a second e-mail message from a second address. However, 
McDowell et al failed to disclose that the second e-mail message from a second 
address indicates that the non-preferred recipient e-mail address is not preferred 
and there is not a preferred recipient e-mail address associated with the non- 
preferred e-mail address. 

Nielsen discloses disclose that the second e-mail message from a second 
address indicates that the non-preferred recipient e-mail address is not preferred 
and there is not a preferred recipient e-mail address associated with the non- 
preferred e-mail address (See col. 4, lines 42-44). 

It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to incorporate sending the second e-mail form 
the second address to indicate that the non-preferred recipient e-mail address is 
not preferred and there is not a preferred recipient e-mail address associated 
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with the non-preferred e-mail address as taught by Nielsen into the claimed 
invention of McDowell et al in order to update the sender about whether or not 
the second address has an updated e-mail address for the recipient. (See col, 6, 
lines 41-42). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djenane M Bayard whose telephone number is (703) 
305-6606. The examiner can normally be reached on 7:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305-4003. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3718 
for regular communications and (703) 305-3718 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 

Djenane Bayard 
September 8, 2003 
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